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category, authorization, and matter for the one or more documents; and 

instructions for allowing the second user to view, add, or modify any one of the documents in 
the repository according to the authorization of the second user with respect to a particular matter. 

16. The software program of claim 15 further wherein the second graphical interface 
includes instructions for allowing the second user to view, add, or modify any one of the documents 
in the repository by: 

using a first filter for filtering items for the client and the matter; and 

using a second filter for filtering items for which the second user has authorization. 

17. The software program of claim 15 wherein the list of potential email recipients is 
selected according to the client, the category and the matter. 

1 8. The software program of claim 1 5 wherein the service provider is a law firm. 



REMARKS 

Claims 1-14 were pending. Reconsideration and allowance of the pending claims is 
respectfully requested in light of the foregoing amendments and following remarks. 

The pending claims stand rejected under 35 U.S.C. §103 for being obvious over a 
combination of between four and nine different prior art references. This rejection is respectfully 
traversed because the Examiner has failed to meet his prima facie burden of showing obviousness, 
and even when combined, the references do not teach the claimed subject matter. 

1. The Examiner Has Failed To Meet His Prima Facie Burden Of Showing Obviousness 

Several courts have admonished parties that used the claims of a patent "as a roadmap for 
finding prior art, and [then attempt] to combine that prior art with the hindsight afforded by it 
knowledge of [the claimed] invention." Not only is such a combination improper, it is actually 
evidence that the claimed invention is not obvious. See, e.g., Ethyl Molded Products Company V. 
Betts Packaging, Inc., 9 U.S.P.Q.2D (BNA) 1001 (E.D. Ky 1988)("In support of its invalidity 
arguments, Betts has cited a multitude of alleged prior art references . . . and asked the court to 
combine these various teachings with perfect hindsight and the roadmap of the patents in suit. This is 
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improper, and the need for an infringer to cite large numbers of prior art references to prove a patent 
invalid indicates that the invention was in fact novel and not obvious." Citing State Industries, Inc. 
V. A,0. Smith Corp,, 221 U.S.P.Q. 958, 973 (M.D. Tenn. 1983); Rohm and Haas Co, v. Dawson 
Chemical Co., Ina, 557 F.Supp. 739, 809 (S.D. Tex. 1983); and Minneapolis-Honeywell Regulator 
Co. V. Midwestern Instruments, Inc., 298 F.2d 36, 38 (7th Cir. 1962).). 

The fact that the Examiner has used up to nine different prior art references to piece together 
an argument of obviousness for a single claim not only indicates that the examiner has failed to meet 
his prima facie burden of showing obviousness, it also suggests that the invention is in fact novel and 
not obvious. 

2. Even When Combined, The References Do Not Teach The Claimed Subject Matter 

The Examiner has focused the rejection primarily on U.S. Patent No. 6,151,624 to Tear et al. 
(Teare). Teare provides a "Real Name System registration site", that expands on the functionality of 
the basic Domain Name System (DNS), (col. 1, lines 28-40; Table 2 at col. 12, lines 16-34). The 
Real Name System (RNS) provides "naming and locating netv^ork resources in a language- 
independent way." (col. 5, lines 66-67). In this system, clients are individuals on the v^eb who are 
searching for a particular website, (col. 10, lines 30-37). Listead of using conventional fnetatags and 
other search engine techniques (col. 3, lines 13-23, 55-67), Teare provides a Registry 10 including a 
database 12 for storing a "'real' name associated with the information" located in a particular 
website, (col. 4, lines 4-6; col. 9, lines 5-20). Websites, referred to as "customers" (col. 11, lines 52- 
53), can enter their "real" information into the Registry by filling out a computerized "profile", such 
as is shown in Table 1 (col. 11, lines 19-33, 61-65). 

Teare does not attempt to solve the same problem as the present invention, and even uses 
certain terms in a different context. For example, when referencing the claim term ". . .selecting a 
client. ..", the Examiner directs his attention to Teare's discussion of customers at col. 11, lines 66- 
67 and col. 12, line 1. (Office Action at pg. 3). However, a customer in Teare is a website who is 
seeking to have searchable metadata stored in the Registry. This is different from the term "client" 
as used in claim 1, which is a participant in a "collaborative management application." (Although 
not limiting to the present claims, the example of a "client" in the present patent application is a 
person or business who employs the services of a lawfirm.) 

Since there is no teaching in the cited references of a client-participating collaborative 
management application, claims 1-14 are patentable over the prior art. 





Claims 15-18 have been added to further define the present invention, and have not been 
added to overcome any of the current rejections. Furthermore, applicant submits that newly added 
claims 15-18 do not add any new matter. 



Even if the rejection is sustained. Applicant respectfully submits that U.S. Patent No. 
6,151,624 to Tear et al. is not prior art because the Applicant invented the claimed invention before 
the filing date (Feb. 3, 1998) of this reference. Evidence of Applicant's prior invention is provided 
in a separate affidavit, attached. 

Should the Examiner deem that any further amendment is desirable to place this application 
in condition for allowance, the Examiner is invited to telephone the undersigned at the below listed 
telephone number. 



Tear is not prior art 




David M. O'Dell 
Registration No. 42,044 



Date: April 8, 2002 
HAYNES AND BOONE, L.L.P. 



901 Main Street, Suite 3100 
Dallas, Texas 75202-3789 
Telephone: 214/651-5262 
Facsimile: 214/651-5940 
File: 8000.53.02 



I hereby certify that this correspondence is being deposited 
with the United States Postal Service as first class mail in an 
envelope addressed to: Commissioner of Patents, Box Non- 
Fee Amendment, Washington, D.C. 20231 



on Od^ XOOX 



d.985398 l.DOC 




Mona Seidl 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Serial No.: 09/419,327 



In re application of: 



Inventor Name: Steven R. Jenkini 




Group Art Unit: 2177 



Filed: October 15, 1999 



§ 
§ 
§ 
§ 



Examiner: Dodds, Harold E. 



Title: WEB-ENABLED TRANSACTION 
AND MATTER MANAGEMENT SYSTEM 



AFFIDAVIT UNDER 37 C.F.R. § 1.131 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Dear Sir: 

I, Steven R. Jenkins, being duly sworn, depose and say: 

1. I am the applicant of the above-identified patent application and am the inventor 
of the subject matter therein described and claimed. 

2. All acts described in this affidavit took place in the United States of America. 

4. Prior to February 3, 1998, 1 first thought of the invention claimed in the above- 
identified patent application. Prior to February 3, 1998, 1 disclosed this invention to my 
coworkers, using the notes provided in Exhibit A . 

6. On or about October 2, 1998, 1 and my patent attorneys began preparation of the 
above-identified patent application for the invention claimed. 

7. On October 16, 1998, provisional patent application 60/104,527, on which the 
above-identified patent application claims priority, was filed with the U.S. Patent Office. 

8. At no time between February 3, 1998 and October 16, 1998 were my activities 
regarding disclosure of my invention in the above-identified provisional patent application ever 
suspended. It was my constant and continuous intention to diligently move towards disclosure of 
my invention by filing the above-identified provisional patent application. 



I 



9. 



Based on the foregoing facts, I believe that I conceived my invention prior to 



February 3, 1998 and that I was diUgent in preparing the provisional patent application for filing 
on October 16, 1998. 

10. Furthermore, I declare that all statements made herein of my own knowledge are 
true and that all statements made on information and belief are believed to be true; and further 
that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may jeopardize the vaUdity of the 
application or document or any patent issuing therefi"om. 

FURTHER Applicant says not. 




Steven R. Jenkins 



The above signature was executed before me, a<g^arymagistrate/foreign 
official (circle one) duly authorized to administer oaths, before me this 




day of April, 2002. 
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Specific Keys 
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- Return to Storefront 
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- Navigation Tools 
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Action 
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For Use When Adding NEW PROJECT WIZARD ' Key: Must be Able to 

New Project for an Update During 

Existing Client Transaction 



• Provide Name of Project 

• Provide Name of Project, 

City and State 

• Add any new "Responsibility" 

names for Client / Counsel 



Field Name 

Project 

Project Name, 
City, and State 

Responsibility 



Data Input 

Type name 

Type name of project, 
city and state 

Type new names 
e.g., A - new 
HB - new 



Add any new "Discussion" 
names for Client / Counsel 



Discuss 



Type new names 
e.g.. A - new 
HB - new 



• Add any new "Approved" 
names for Client / Counsel 



Approved 



Type new names 
e.g., A -new 
HB - new 



• Add any new "Action Parties" 
for Client / Counsel 



Action Parties 



Type new names 
e.g.. A - new 
HB - new 



Working Group Additions: 
Complete WG fomi for each 
new Working Group member 



E-mail 
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NEW CLIENT WIZARD 



Field Name 



Data Input 



Heading 



Type name 



• Does Client have different 
divisions that would use 
Client Connect? 



Select o Y 



oN 



• if Yes, then complete by 
listing divisions 



Divisions 



Type name(s) of 
divisions 



[If No, then delete "Divisions" 
box] 

Will Client Connect be used 
for this new client for a 
s i mp l e project or multiple 
projects? 

Select o S o M 

[If "S", then delete "All 
Projects" box] 

- Complete name(s) of Project Type name(s) of 

projects projects 

• Select applicable components 

o Transaction Management 

o Status 

o Issues 

o Critical Dates 

o Checklists 

o Action 

o Working Group 

o Document Management 

o Counsel Information 

o Client Information 

o Library 



If selected "Transaction Management" 
components, then select applicable 
Transaction Management Reports 

o status Report 

o Flag Report 

o Issues Report 

o Critical Dates Report 

o Checklist Report 

o Action Report 

o Responsibility Report 

o Discussion Report 

o Custom Reports 

Passwords - discuss with Melson^ 

Should "Issues" be broken down into 
2 or more categories? 

Select o Y o N 

- If Yes. then list categories of Issues Categories 

"Issues" 



Select "Responsibility" parties ji^ ^ 



o Client 

o Counsel 

o Local counsel 

o Purchaser 

o Purchaser's Counsel 

o Seller 

o Seller's Counsel 

o Lessor 

o Lessor's Counsel 

o Lessee 

o Lessee's Counsel 

o Broker 

o Title Company 

o Escrow Agent 

o Lender 

o Borrower 

o Surveyor 



Type issues categories 
(e.g., Input/ initial 
Drafting Issues; Local 
Counsel Issues; Sale 
Agreement Issues) 



For "Client" and "Counsel" 



Responsibility 



For "Discussion", please 
list persons within "Clienf 
and "Counsel" to whom 
"Discussion" may be 
assigned 



Discussion 



For "Approved", please 
list persons within "Client" 
and "Counsel" to whom 
"Approved" may be 
assigned 



Approved 



For Client, type first 
letter or two of 
Clienf s name, then 
hyphen, then last 
name for each 
e.g.. A " Huff 
A - Barger) 

For Counsel, type first 
letter or two of 
Counsel's name, then 
hyphen, then last 
name for each 
e.g., HB - Jenkins 
HB - Raines 

For Client, type first 
letter or two of 
Client's name, then 
hyphen, then last 
name for each 
e.g., A -Huff 
A - Barger 

For Counsel, type first 
letter or two of 
Counsel's name, then 
hyphen, then last 
name for each 
e.g., HB - Jenkins 
HB - Raines 

For Client, type first 
letter or two of 
Client's name, then 
hyphen, then last 
name for each 
e.g., A - Huff 
A - Barger 

For Counsel, type first 
letter or two of 
Counsel's name, then 
hyphen, then last 
name for each 
e.g., HB- Jenkins 
HB - Raines 
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